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Detailed Action 

This Office Action is response to the Non-provisional patent application (10/733460) 
filed on Dec 20, 2003. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 15-16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 15-16 recite "A program executable by 
a computer ..." which is directed at a computer program. A computer program is non- 
statutory because it is not considered a process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof. Because the claim may be 
directed toward a program the claim as a whole is considered non-statutory. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 



A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent; or (2) a patent granted on an application for patent by another filed In 
the United States before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351 (a) shall have the effects for the purposes of this subsection of 
an application filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English. 
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Claims 1-18 are rejected under 35 U.S.C. 102(e) as being anticipated by Parker et al. 
U.S. Patent No. US 7,099,288. 

Regarding claims 1 & 2, Parker teaches method as well as the system wherein a 
network system (a server system over a public data network (Abstract, lines 3-4)), 
including: 

a client terminal which requests a peer-to-peer communication (Fig. 3, unit 28 
(send access request to server), Fig. 2, unit 10 (user#1 & unit 11 (user #2)); and 

a host terminal which supports establishing a connection of the peer-to-peer 
communication (The present invention relates to establishing a communication 
session between users connected to a computer network (Col. 1, lines 15-18), 
server system would set-up the video call and provide the appropriate data 
addresses to user systems for a peer to peer video transfer over public data 
network (Col. 9 , lines 24-27)), 

wherein said client terminal generates a request message that contains an IP 
address of said own client terminal (individual users have their own static IP 
addresses (Col. 1, lines 64-65)) , and said client terminal sends out the request 
message to said host terminal via a transmission mail server (A mail server with an 
easy to remember domain name acts as intermediary between two individual 
users (Col. 2, lines 4-5)), 

wherein said host terminal acquires the request message via a reception mail 
server (An access request to establish a data transfer to a desired user on the 
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internetwork is requested in the server (Col. 2, lines 61—63)), said host terminal 
extracts the IP address of said client terminal from a description content of the request 
message (Fig. 3, unit 30 (Look-up target telephone number and get IP address)), 
said host terminal stores the extracted IP address in a table (Fig. 3, unit 23 & 26 (add 
user or update status in table)), The database includes for each registered user a 
respective a respective IP address (Col. 2, lines 60-61), said host terminal selects at 
least one IP address from the table and generates a reply message containing the thus 
selected at least one IP address (Fig. 3, unit 30 (Look-up target telephone number 
and get IP address) & unit 31 (Send initiation message), an initiation message is 
forwarded to the desired user using a respective IP address stored in the 
database (Col. 3, lines 1-2)), and said host terminal sends out the reply message to 
said client terminal via the transmission mail server (mail server with an easy to 
remember domain name acts as intermediary between two individual users (Col. 
2, lines 4-5)), and 

wherein said client terminal acquires the reply message via the reception mail 
server ((Fig. 4, Packets from user #1 to user #2 computer 11), Fig. 2, unit 32 
(Invoke client application and prompt user #2 for accept or reject)) said client 
terminal extracts at least one IP address of other terminals from a description content of 
the rely message (the IP address is typically embedded in each packet forwarded 
by the network and the central server preferably extracts the automatically 
embedded IP address and port number so that the user does not need to know it ( 
Col. 5, lines 34-37), At central server, each packet is redirected by substitution of 



Application/Control Number: 10/733,460 Page 5 

Art Unit: 2109 

IP addresses (Col. 6, lines 42-43)), and said client terminal starts a peer-to-peer 
communication of data transmission and reception with another terminal which is 
specified based on the thus extracted IP address (after a desired user accepts the 
data call and central server notifies the first user of the acceptance, both 
endpoints continue to address their sent packets to central server. At central 
server, each packet is redirected by substitution of IP addresses (Col. 6, lines 38- 
43)) 

Regarding claim 3, parker taught a method according to Claim 2 [See above 
rejection]. Parker further teaches, wherein said generating a request message includes 
encrypting the IP address and including the thus encrypted IP address in the request 
message (Systems would typically apply compression, encryption (Col. 10, lines 
65-67), The software could provide video processing, compression, and 
encryption (Col. 15, lines 59-60)), and 

wherein said extracting by the host terminal includes extracting the encrypted message 
from the request message and decoding the thus extracted encrypted message (Fig. 
14, unit (Interface device 704 includes DTMF decoder 723), DTMF decoder 
monitors the telephone connection between jacks to detect and decode any 
DTMF tones transmitted by telephone to the public telephone network (Col. 13, 
lines 31 -34, Col. 14, lines 5-45)). 
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Regarding claim 4, parker taught a method according to Claim 2 [See above 
rejection]. Parker further teaches, wherein said generating a reply message includes 
encrypting the at least one IP address and including the thus encrypted IP address in 
the reply message Systems would typically apply compression, encryption (Col. 10, 
lines 65-67), The software could provide video processing, compression, and 
encryption (Col. 15, lines 59-60)), and wherein said selecting by the host terminal 
includes selecting the encrypted at least one IP address and then decoding it (Fig. 14, 
unit (Interface device 704 includes DTMF decoder 723) , DTMF decoder monitors 
the telephone connection between jacks to detect and decode any DTMF tones 
transmitted by telephone to the public telephone network (Col. 13, lines 31-34, 
Col. 14, lines 5-45)). 

Claim 5 has the similar limitation as those claims 1 & 2; therefore, it's rejected under the 
same rationale as in claim 1 & 2. 

Regarding claim 6, parker taught a method according to Claim 5 [See above 
rejection]. Parker further teaches, wherein said data generator encrypts the IP address 
and has the encrypted IP address contained in the request message, and said selection 
processing unit extracts the encrypted IP address from the reply message and decodes 
the extracted IP address (the caller and called party may use different quality or 
encryption levels that are interworked by processing system 803 (Col. 15, lines 
45-47), Fig. 14, unit (Interface device 704 includes DTMF decoder 723), DTMF 
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decoder monitors the telephone connection between jacks to detect and decode 
any DTMF tones transmitted by telephone to the public telephone network (Col. 
13, lines 31-34, Col. 14, lines 5-45)). 

Regarding claim 7, parker taught a method according to Claim 5 [See above rejection]. 
Parker further discloses, wherein, if unsuccessful is data transmission and reception 
with a destination terminal whose IP address is the extracted IP address, said data 
generator generates a message containing said IP address, and wherein said mail 
transmission and reception unit sends out to the terminal serving as a host said 
message indicative of an unsuccessful connection (Fig. 3, units 33-34), If rejected, 
then user #2 generates a reject message in step 33 and sends it to the central 
server. In step 34, the central server forwards the reject message to user #1, 
which then terminates the data portion of the attempted communication session 
in step 35 (Col. 6, lines 12-16)). 

Claim 8 has the similar limitation as those claims 1 & 2; therefore, it's rejected under the 
same rationale as in claims 1 & 2. 

Claim 9 has the similar limitation as claim 6; therefore, it's rejected under the same 
rationale as in claim 6. 
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Regarding claim 10, parker taught a method according to Claim 8 [See above 
rejection]. Parker further discloses, wherein said address storage unit restricts the 
number of IP addresses to be stored in the table (IP address at which an Internet 
user can be reached by introducing a central server that stores information 
associating each registered user's IP address with identifying information well 
known (Col. 2, lines 41-44)), and overwrites IP addresses stored in the past by those 
to be stored anew (Fig. 3, units 23 & 26 (Add user or update status in database)), In 
step 23 & 26, the central server receives the registration message and adds the 
new user to the database or updates the user status, as necessary (Col. 5, lines 
43-51)). 



Regarding claim 11, parker taught a method according to Claim 8 [See above 
rejection]. Parker further discloses, wherein said data generator selects from the 
storage content of the table an IP address stored more recently (an initiation message 
is forwarded to the desired user using a respective IP address stored in the 
database (Col. 3, lines 1-3)). 

Regarding claim 12, parker taught a method according to Claim 8 [See above 
rejection]. Parker further discloses, wherein said mail transmission and reception unit 
acquires a message containing an IP address of a destination terminal with which the 
requesting terminal fails to start the data transmission and reception, via the reception 
mail serve (If rejected, then user #2 generates a reject message in step 33 and 
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sends it to the central server. In step 34, the central server forwards the reject 
message to user #1, which then terminates the data portion of the attempted 
communication session in step 35 (Col. 6, lines 12-16)), and 

said extraction processing unit extracts the failure IP address from a description content 
of the message, and wherein said address storage unit distinguishes the failure IP 
address from other IP addresses (Fig. 3, units 33 (reject), unit 34 (forward denial 
message), unit 35 (terminate data portion of attempted contact)). 

Claim 13 has the similar limitation of claim 2; therefore, it's rejected under the same 
rationale as in claim 2. 

Claim 14 has the similar limitation of claim 2; therefore, it's rejected under the same 
rationale as in claim 2. 

Claim 15 has the similar limitation as those of claims 1 & 2; therefore, it's rejected under 
the same rationale as in claims 1 & 2. 

Claim 16 has the similar limitation as those of claims 1 & 2; therefore, it's rejected under 
the same rationale as in claims 1 & 2. 

Claim 17 has the similar limitation as those of claims 1 & 2; therefore, it's rejected under 
the same rationale as in claims 1 & 2. 

Claim 18 has the similar limitation as those of claims 1 & 2; therefore, it's rejected under 
the same rationale as in claims 1 & 2. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent 6,463,471 to Dreke et al. 
U.S. Patent 6,144,671 to Perinpanathan et al. 
U.S. Patent App. 2003/0212804 to Hashemi, 
U.S. Patent App. 2003/0105812 to Flowers et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sulaiman Nooristany whose telephone number is 571- 
270-1929. The examiner can normally be reached on Monday Through Friday 7:30 am 
to 5:00 pm EST. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jeffery Pwu can be reached on 571-272-6798. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000 / x 



Sulaiman Nooristany (07/20/2007) 
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